B3/B4/B3 17:B3:55 USPT0-> 61Z. 332.9881 RightFAX 

TO:Au+o-reply fax to 6123329081 COMPANY: 



Page BBl 



Auto-Reply Facsimile Transmission 



United States 
Patent and 
WiKi^ i^ TrademarkOffice 



TO: 

Fax Information 
Date Received: 
Total Pages: 



Fax Sender at 6123329081 



3/4/03 4:68:61 PM [Eastern Standard Time] 
9 (including cover page) 



ADVISORY: This is an automatically generated return receipt confirmation ofttie facsimile transmission received by 
ttiB Office. Please check to make sure that the number of pages listed as received In Total Pages above matches 
what was intended to be sent Applicants are advised to retain this receipt in the unlikely event that proof of this 
facsimile transmission is necessary. Applicants are also advised to use the certificate of facsimile transmission 
procedures set forth in 37 CFR 1.8(a) and (b), 37 CFR 1.6(f). Trademark Applicants, also see the Trademark 
Manual of Examining Procedure (TMEP) section 306 et seq. 



Received 
Cover 
Page 



kUR-M-OJ 01:E7PU FROH-Utrchani i Coitid 2 



Merchaiit ^ Gould 



T-141 P.90t/00« F-BSI 



3^0 tDSCemzi 

69 South B^ah &iec. 

5M03-3H5 USA 
Tt 612333 J3O0 



Fax Transmission 

TO 



I March 4, 2003 



FROM: Anna M. NelsoD 



OUR REF; 
TELEPHONE: 



07885.0056USWO 
6l2.371.470l 



Commissioner for Potoma 
Atta: RxarninerB.Sisson 
Patent Exsunining Corps 
Facsimile Ccatcr 
Washington, D.C. 2023 J 

Total page*, indudlns cover letter: 2 

pro FAX NXJMEER 1-703-872-9307 

If you do NOT receive all of the pagps, plca« tftleph&nc las at 612 371.5394, or Eax us at 
612.332.9081. 



Tltlfi of Docunient Transmitted: 



Petition to WiOidfaw FmaJj^v. ^iaponse Under 
37 C JPJL 81.116. Petition for Extension of 
Timfl 



Applicant: Fpfemi^rt. 
Serial No.; 09/125,953 
FUed: nmr-mW 10. 199R 

Group Art Unit: ]634 
OurRef.No.: 07R8S.0Q5gUSWQ 

Please charge Deposit Account No. 13-2725 in the amount of J465.00 for three month exictislon 
of lime. Please charge any additional feci or credit overpayment lo Deposit Account No. 15- 
2723. Please consider this a PETITION FOR EXTtNSrOlipF TIME for a JufEdem nvmUt of 
mor.ths to cmer these papers, if appropriate. 



I hcrcb)' certify that this paper is being tnmsmiucd by DicsImUe lo the U.S. Patem and 
Trademark O fflce on the dux. shown, below , 



Signature 



Date 



Merchant & Gpuld ^ 



An Intellectual Property Law I^ftiit 




3200 IDS Center 

80 South Eighth Street 

Minneapolis. Minnesota 



55402-2215 USA 



TEL 612.332.5300 



FAX 612.332.9081 



www.merchant- 
gould.com 



Fax Transmission | March 24, 2003 



A Professional Corporation 



TO: 



Commissioner for Patents 
Attn: W. Gary Jones 



FROM: Nancy J. Parsons 



Patent Examining Corps 
Facsimile Center 



OUR REF: 
TELEPHONE: 



07885.0056USWO 
612.371.4701 



Washington, D.C. 20231 



Total pages, including cover letter: 1 1 

PTO FAX NUMBER 1-703-746-5111 

If you do NOT receive all of the pages, please telephone us at 612.371.5394, or fax us at 
612.332.9081. 

Title of Document Transmitted: Auto-Replv Fax Receipt dated 3/4/03: Petition to 

Withdraw Finality. Response Under 37 C.F.R. 
§1.116. Petition for Extension of Time 

Applicant: Fodstad et al. 

Serial No.: 09/125,953 

Filed: December 10, 1998 

Group Art Unit: 1634 

Our Ref . No . : 07885.0056USWO 

These papers were previously faxed on 3/4/03, but apparently have not yet been matched to the 
file. Please forward the Petition to Withdraw Finality to the appropriate person for review. 

Please charge any additional fees or credit overpayment to Deposit Account No. 13-2725. Please 
consider this a PETITION FOR EXTENSION OF TIME for a sufficient number of months to 
enter these papers, if appropriate. 



I hereby certify that this paper is being transmitted by facsimile to the U.S. Patent and 
Trademark Office on the date shown below. 




Name: Nancy J. 1 
Reg. No.: 40,364 





GEN033.DOT 



Merchant & Gould 

An Intellectual Property Law Firm 



AS 



Fax Transmission 

TO: 



March 4, 2003 



3200 IDS Center 
80 South Eighth Street 
Minneapolis, Minnesota 
55402-2215 USA 
TEL 612.332.5300 
FAX 612.332.9081 
www.merchant- 
gould.com 



A Professional Corporation 



Commissioner for Patents 
Attn: Examiner B. Sisson 
Patent Examining Corps 
Facsimile Center 
Washington, D.C. 20231 



Total pages, including cover letter: 9 

PTO FAX NUMBER 1-703-872-9307 



FROM: Aima M. Nelson 



OUR REF: 
TELEPHONE: 



07885. 0056US WO 
612.371.4701 



If you do NOT receive all of the pages, please telephone us at 612.371.5394, or fax us at 
612.332.9081. 



Title of Document Transmitted: 



Petition to Withdraw Finality, Response Under 
37 C.F.R. §1.116, Petition for Extension of 
Time 



AppUcant: Fodstad et al. 

Serial No,: 09/125,953 

Filed: December 10, 1998 

Group Art Unit: 1634 

Our Ref No.: 07885.0056USWO 

Please charge Deposit Account No. 13-2725 in the amount of $465.00 for three month extension 
of time. Please charge any additional fees or credit overpayment to Deposit Account No. 13- 
2725. Please consider this a PETITION FOR EXTENSION OF TIME for a sufficient number of 
months to enter these papers, if appropriate. y 

Name: Anna M. Nelsot^ ^ 
Reg. No,: 48,935 

I hereby certify that this paper is being transmitted by facsimile to the U.S. Patent and 
Trademark Office on the date shown below. 



Signature 



Date 



GEN033.DOT 




0 



8 




RESPONSE UNDER 37 C. 
EXPEDITED PROCEDURE 
EXAMINING GROUP 1634 

S/N 09/125,953 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



PATENT 



Applicant: 
Serial No.: 
Filed: 
Title: 



FODSTAD et aL 
09/125,953 
December 10, 1998 



Examiner: 
Group Art Unit: 
Docket No.: 



Sisson, B, 
1634 

7885.56USWO 



IMMUNO-MAGNETIC CELL SEPARATION USED IN 
IDENTIFICATION OF GENES ASSOCIATED WITH SITE- 
PREFERENCED CANCER METASTASIS FORMATION 



CERTIFICATE UNDER 37 CFR 1 .6: The undersigned hereby certifies that this correspondence is being transmitted 
via facsimile to: TC1600, Commissioner for Patents, Washington, D.C. 20231 cm /J^Od^Jt^y . 2003. 

By: JA/p^Z^uljL£^?^^^^ 
Name: Ujc^r^CU ^^ns^Qj^ 



PETITION UNDER 37 C.F.R. S 1,181 



Box AF 

Commissioner for Patents 
Washington, D.C. 20231 



VIA FACSIMILE 

TC1600 

703-872-9307 



Dear Sir: 



PETITION TO WITHDRAW FINALITY 



Applicant hereby petitions the Commissioner to withdraw the finahty of the 
pending Office Action and enter the attached response. The facts of the case are as 
follows: 

1 . An After Final Amendment and Declaration of the inventor was filed July 26, 2002. 

2. An Advisory Action was mailed August 13, 2002 stating the amendment would not 
be entered. 

3. A Request for Continued Examination (RCE) was filed August 26, 2002, requesting 
the After Final Amendment and Declaration be entered. 

4. On October 3, 2002 a Final Office Action was mailed. Under paragraph #1, the 
Examiner stated that the finality of the previous Office Action was withdrawn and the 
submission filed August 26, 2002 had been entered. 

However, in the pending Final Office Action mailed October 3, 2002, the 
Examiner has not considered the claims as amended, has not fixlly responded to 
Applicants' arguments, has not considered the declaration, and has made the first action 



after the RCE final. The Examiner acknowledges receipt of the signed declaration, but 
asserts it was not timely because it is not directed solely to new issues raised in the non- 
final office action of May 4, 2001 . Applicants respectfiiUy disagree. 

Paragraph #1 of the Office Action states that the finality of the previous Office 
Action was withdrawn, and the amendment and declaration filed on August 26, 2002 was 
entered. With the finality of the office action withdrawn, the declaration was effectively 
filed before a final action. MPEP 716.01 states that affidavits, declarations and other 
evidence traversing rejections "are considered timely if submitted: (1) prior to a final 
rejection". The requirement that a declaration be directed solely to a new ground of 
rejection or requirement applies to declarations filed after a final rejection when the new 
ground of rejection was made in the final rejection. In the instant case, the declaration 
was filed with the RCE and thus before final rejection. Applicants respectfully request 
the Commissioner direct the Examiner to consider the timely-filed declaration, and if the 
declaration is deemed insufficient to overcome the enablement rejection, to please 
specifically explain why the evidence is insufficient. 



Conclusion 

hi view of the RCE filed August 26, 2002, Applicants submit that the declaration 
was timely filed before final action and must be fully considered by the Examiner. 
Because the declaration has not been considered. Applicants respectfully submit that the 
finality of the Office Action is premature and should be withdrawn. Applicants request 
reconsideration of the application in view of the declaration and amendments filed with 
the RCE, and the response filed herewith. 

Respectfully submitted. 
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